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DETAILED ACTION 

Response to Arguments 

1. The rejection of claims 32-49 under 35 U.S.C. 112, first paragraph, is withdrawn in 
response to Applicant's arguments. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 38, 43, and 51-55 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 38 recites the compound of claim 37 "wherein said modified nucleic acids are 
peptide nucleic acid." There is lack of antecedent basis for this limitation in the claim, because, 
claim 37 is limited to natural nucleic acids, not modified nucleic acids. 

Claim 43 recites "wherein X and Y are independently attached to members selected from 
the group consisting of a natural base of said nucleic acid chain, a modified base of said nucleic 
acid chain, a 3 '-hydroxy group of a nucleic acid chain, a 5'-hydroxyl group of said nucleic acid 
chain, a 2'-hydroxyl group of said nucleic acid chain.." These limitations are vague and 
indefinite because, according to the structure set forth in claim 32, X and Y are attached to R2 
and R3 moieties, respectively. R2 and R3 are defined as linker moieties independently selected 
from the group consisting of substituted or unsubstituted alkyl and substituted or unsubstituted 
heteroalkyl. The claim does not recite that R2 and R3 are defined as a natural base of said 
nucleic acid chain, a modified base of said nucleic acid chain, a 3 '-hydroxy group of a nucleic 
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acid chain, a 5'-hydroxyl group of said nucleic acid chain, a 2'-hydroxyl group of said nucleic 
acid chain. 

Claim 51 defines R2 as having the formula -O-fRl 1-PEG-Y3-CHOLVO- . this definition 
of R2 is unclear since the formula recited in claim 50 defines R2 in the following manner: Nul- 
(R2-CHOL)-0-. If R2 as defined in claim 51 was substituted into the structure of claim 50 this 
would yield the following structure Nu 1 - (-Q-(R1 1 -PEG- Y3 -CHOLVO V CHOLV (X such a 
structure is difficult to ascertain, and does not appear to be contemplated in the specification as 
filed. It is likely that Applicants intended to define R2 as simply being -Rl 1-PEG-Y3-. 

Conclusion 

4. Claims 32-62 are free of the prior art searched. 

5. Claims 38, 43 and 51-55 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 112, second paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 
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6. 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Janet L. Epps-Ford, Ph.D. whose telephone number is 571-272- 
0757. The examiner can normally be reached on Monday-Saturday, Flex Schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John L. LeGuyader can be reached on 571-272-0760. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866417-9197 (toll^ree). 
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